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DETAILED ACTION 

Election/Restrictions 

1. The election of species filed September 27, 2001, paper no. 4, includes an election of 
"Species D, i.e., claims 4 and 5"; however, neither claim 4 nor claim 5 is readable on Species D, 
drawn to Figs. 12-13. In a telephone conversation between the Examiner and Stan Torgovitsky 
(Reg. No. 43958), Applicant elected Species C, drawn to Figs. 10-1 1. An action on the merits 
follows for claims 1, 4-5 and 9. Claims 6-8, 11-12 and 15 are withdrawn from consideration as 
drawn to non-elected species. 

2. Because applicant did not distinctly and specifically point out the supposed errors in the 
restriction requirement, the election has been treated as an election without traverse (MPEP 

§ 818.03(a)). * 

Priority 

3. Applicant is reminded that in order for a patent issuing on the instant application to 
obtain the benefit of priority based on priority papers filed in parent Application No. 09251402 
under 35 U.S.C. 1 19(a)-(d), a claim for such foreign priority must be made in this application. In 
making such claim, applicant may simply identify the application containing the priority papers. 

Drawings 

4. Figures 1-2 should be designated by a legend such as —Prior Art- because only that 
which is old is illustrated. See MPEP § 608.02(g). 

5. The drawings are objected to because they do not incorporate the proposed drawing 
changes filed October 14, 2000, in paper no. 7 of the parent case. Correction is required. 
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Claim Rejections - 35 USC § 112 

6. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

7. Claims 1, 4-5 and 9 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 1 recites the limitation "permanent magnets" in line 6. This limitation is 
misdescriptive of the specification. Figures 10-11 show only one permanent magnet; therefore, it 
is unclear how many permanent magnets are claimed. 

Claim Rejections - 35 USC §102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

9. Claims 1 and 4-5 are rejected under 35 U.S.C. 102(b) as being anticipated by Nakazawa 
et al (US Pat. No. 5448435). 

As recited in claim 1, insofar as it is understood in view of the rejection under 35 USC § 
1 12, Nakazawa et al show a magnetic latching apparatus for use in a hard disk drive, in which a 
magnetic head 3 is automatically positioned at a parking zone SZ of a magnetic disk 1 as an arm 
4 returns back at an initial position when an electric current applied to the hard disk drive is 
interrupted, comprising: a permanent magnet 20 disposed on a predetermined portion at an outer 
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end of the arm; and means (including 10) for locking and unlocking the arm by means of a 
magnetic force of the permanent magnet, the means being mounted to be associated with the 
permanent magnet to repulse the permanent magnets when the electric current is applied to the 
hard disk drive and to attract the permanent magnet when the electric current applied to the hard 
disk drive is interrupted (see col. 7, line 61 -col. 8, line 40). 

As recited in claim 4, Nakazawa et al show that the permanent magnet 20 has one 
polarity N at one end thereof and the other polarity S at the other end thereof, of which both ends 
face with the means for locking and unlocking the arm and of which a portion except for both 
ends of the permanent magnet is fixed to the arm (see Fig. 3B). 

As recited in claim 5, Nakazawa et al show that the means for locking and unlocking the 
arm includes a core 1 1 having connectors which respectively are formed at each end thereof (see 
Fig. 3B) and have the same polarities as these of the permanent magnets when the electric 
current is applied to the hard disk drive (see col. 8, lines 24-37), a bobbin combined with the core 
to be in parallel to the permanent magnets, and a coil 12 wound on the core 11. 

Claim Rejections - 35 USC § 103 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

1 1 . This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
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evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 
12. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Nakazawa et al 
(US Pat. No. 5448435). 

Nakazawa et al show a magnetic latching apparatus for use in a hard disk drive as 
described above for claims 1 and 4-5. 

As recited in claim 9, Nakazawa et al show a damping member 23 disposed between a 
magnet 20 and a part 24 on which the magnet is mounted so as to connect the part to the 
permanent magnet. 

As recited in claim 9, Nakazawa et al do not explicitly show that a damping member is 
disposed between the outer end of the arm and the permanent magnet so as to connect the arm to 
the permanent magnet. 

It would have been obvious to one of ordinary skill in the art at the time the invention, 
was made to dispose a damping member between the outer end of the arm of Fig. 3 a of 
Nakazawa et al and the permanent magnet so as to connect the arm to the permanent magnet. 
The rationale is as follows: one of ordinary skill in the art would have been motivated to dispose 
a damping member between the outer end of the arm and the permanent magnet so as to connect 
the arm to the permanent magnet in order to buffer a shock of impact, to damp vibrations and to 
suppress generation of unwanted noise as is notoriously well known in the art. 
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Conclusion 



13. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Sampietro et al (US Pat. No. 5361182) and Campbell et al (US Pat. No. 5452162) 
each show a magnetic latching apparatus for use in a disk drive. 

14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Julie Anne Watko whose telephone number is (703) 305-7742. 
The examiner can normally be reached on Mon-Thurs 10:30-8 and alternate Fri 9:30-6. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hoa T. Nguyen can be reached on (703) 305-9687. The fax phone numbers for the 
organization where this application or proceeding is assigned are (703) 872-93 14 for regular 
communications and (703) 305-7201 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 305-4700. 




JEFFERSON EVANS 
PRIMARY EXAMINER 



October 10, 2001 




